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IN THE SUPREME COURT OF  SOUTH  AFRICA
(APPELLATE DIVISION)

In the matter between:

BERMAN BROTHERS (PROPRIETARY)

LIMITED . it i e it st st s e e s st v ans an Appellant
and
SODASTREAM LIMITED (..., .. ... lgt Respondent

TELTRON HOLDINGS (PROPRIETARY)
LIMETED

.............................. 2nd Respondent

CORAM: Corbett, Hoexter, Bobha, JJA, Nicholas ct
Nestadt AJFIA. )

DATE OF uBARING: (7 fop gz

DATE OF JUDGMENT: /. W4 psch. @gé‘

JUnGMENT

CORBETT, JA:

This appeal concerns an aclion For the inlUringe-
ment of certain trade marks and lev relief wnader the Merchan-—

dise Marks Act 17 of 1941. The action was institu-—
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ted in the Transvaal Provincial Division by first and
second respondents, as co-plaintiffs, against appellant,
as defendant. After the close of pleadings i1t was agreed
by the parties at a pre-trial conference that the action
should proceed on the basis of o special case stated in
terms of Rule 33 of the Uniform Rules of Court. A stabe-
ment setting forth the agreed facts and the legal con-
tentions of the parties (which T shall call the "Stated
Case") was prepared and the Court s guo, presided over by
O'DONOVAN J, was asked to adjudicate therceon. After
hearing the parties Q'DONOVAN J concluded that certain
admitted conduct on the part of the appellant constituted
an infringement of one of first respondent's registered
trade marks and also contravened certain provisions

of the Merchandise Marks Act, and he granted an inter-
dict with costs and certain ancillary relief.

I shall deal with the terms of the order in

/MO . e
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more detail later. The judgment of the Court a guo has

heen reported: see Sodastream Ltd and Another v Berman

Brothers (Pty) Ltd 1984 {4} SA 425 (T).

With the leave of the Court a guo appellant
appeals to this Court against the whole of the judgment
and order of the Court a dquo, save in Lwo minor respects:
and, similarly with the leave of the Court a guo, respon-
dents have cross-appealed against portions of the judg-
ment and the order of the Court a guo. i shall later in-
dicate the por;ions of the judgment and order covered by the

appeal and cross-appeal respectively.

THE FACTS AND  CONTERNTIONS

The facts revealed by the Stated Case are as
fFollows. The first respondent, Sodastream Limited, is a
British co@pany with its Factory and principal place aof
business in Peterborough, England. In certain countries
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in Southern Africa, including the Republic of Souwth Africa,

first respondent markets it roducts throwgh second res-
I 54

pondent in Lerms of a distributorship agreement which

appoints second respondent "the exclusive distributor" of

first respondent's products in these countries (termed

"the Territory" in the agreement).

First respondent is the proprictor of a anumber

of South African trade marks registered in terms of the

Trade Marks Act, 02 oF 1903, including -

{a) trade mark no 78/4435 for the mark "Scdastream”

registered in class 1 ¢f Schedule IV to the

Trade Marks Regulations in respect of "chemical

substances and choemical prepacations for use in

manufacture, and gases for use in manufacture

and dispensing of beverages" {to be referred

to as "the gas mark"); and

/ (b} trade........ e
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(b) trade mark no 78/4436 for-the mark "Sodastream"
registered in class 6 of schedule IV to the
Regulations in respect of "containers made
wholly or principaltly of common metal and their
alloys; and parts and Fittings thercfor” {to be

referred to as "the cylinder mark"}.

Under the disteibulorship agreoment sccond respoan-
dent is given the "sole right" to purchase what arc termocd
"the Products" from first respondent {or re-sale in the
Territory. The products are defined in a schedule to the
agrecement as meaning the following components: -

"]. Sodastream domestic carbonating machines
nanufactured or sold by the Company %o
the specifications (if any)} reqguired in

the Territery {'the Sodastream machines'),

2. Cylinders chargeable with carbon diogxide
for use with the Sodastream machine manu-
factured or sold by the Company to the spe-
cifications (if any) required in the Terri-
tory {'the Sodastream Cylinders').

/ 3. Concentrated......
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3. Concentrated Flavour syrups for use with the
Sodastream or other machines manpufactured or
sold by the Company to the specifications
{if any) required in the Territory ['the

Sodastream TFlavours').

4. Accessories manufactured or sold by the Com-
pany for use with the Sodastream machine {'the
Sodastream Accessories')."

In addition the agreement grants second respondent "the
44 {

exclusive right" to sell in the Territory under, inter

alia, the "Scodastream" trade marks the following items

not purchased from first respondent -

{a) concentrated flavour syrups for use with

Sodastream and other wmachines;

(b} carbon dioxide gas rechargeable inteo cylinders

for use with Sodastream machines;

(¢) accessgories for use with Sodastream machines.

¥n pursuance of the distributorship agreement
first and second respondents also entered into a user
agreement granting second respondent the right to use
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in the Republic of South Africa [for the duration of the

distributership agreement certain trade marks of which

first respondent was the propricetor, including the gas
p prop : 24 g

mark and the cylinder mark,. It was the desire and in-

tention of the parties that second respondent be entered

as a registered user of the marks in terms of sec. 48 of

the Trade Marks Act. And this was evidently done.

In terms of the distributership agreement and

the registered user agreement the second respondent has,

in the Republic of South Africa and more particularly in

the Transvaal Province, traded in products under the afore-

mentioned trade marks and will continue to do so in the

future. Both respondents have derived income through

the course of such trade and will conbtinue to do so.

Details of these trading activities are given in para.

7 of the Stated Case which reads as {follows (first and

second respondents being referred to as lfirst and second

/o opladintiffsy:. ... ...,




plaintiffs)

|[7.

(a)

In particular, the second plaintiff

has from time to time [illed cylinders
hearing the word 'Sodastream' with

carbon dioxide gas for use in the manu-
facture of beverages such as soda water

or flavoured soft drinks or mixers based
on soda water, Such gpas is herewlnafter
referred to as 'gas'. The gas used by
the second plaintiff for this purpose has
net been manufactured or produced by either
of the plaintiffs but has been selectively
purchased by the second plaintiff from
different scurces, and inspected and de-
canted by the second plaintiff, and the
second plaintiff assumes responsibility
for the good quality of this gas. The
second plaintiff has fTurther so0ld such
cylinders containing gas to members of the
trade or exchanged them {with a cash ad-
justment for empty cylinders), the price
of such cylinders or such cash difference
being charged to the members of the trade;
members of the trade have in turn sold or
exchanged such cylinders to members of the

JSopublic...oa., o,



A
wh

"

:}-‘U

g

public, the price of such cylinders or
the cash adjustment being charged to the
members of the public (the retail price

of such cylinders being in the order of

R18,00 whilst the retail price of

the gas therein being in the order of
R1,50}). The second plaintiff has there-
after accepted the return of such cylinders
from i1ts customers, has refilled them with
gas, and has then resold them to i1ts cus-
tomers or re-cxchanged them. Photographs
of such a cylinder bearing a label applied
by the second plaintiff are attached here-
to as Annexures ElL and E2, and samples of
such cylinders will be handed in at the
hearing of this matier marked LExhibits T
and II1. Exhibit L is a cylinder without
the particular wording 'guaranteedr Filled
by authorised Sodastream distributor' re-
ferred to in sub-paragraph 7(d) infra, and
Exhibit I is a cylinder with this wording
marked on it.  These cylinders were ori-
ginally made by or to Lhe order of the
first plaintift in Europe and sold by the
first plaintiff to the second plaintif¥

in South Africa for resale or exchange
contalining gas.

nf ’1) Ml
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(<)

{(d)

1O

The gas-containing cylinders sold or
resold or exchanged by the firgt and sc-
cond plaintiffs in the Republic of South
Africa have in all cases carried a firmly
applied gummed label bearing the word
'Sodastream' . These labels have varied
over the course of time and copies 0F the
labels used up to the present are set out

in Annexures Fl to Fb respectively.

The gas-containing cylinders sold or
resold or exchanged by the first and
second plaintiffs in the Republic of
South Africa have in all cases bheen

stamped with CLhe word 'Sodastream'.,

This marking has appecarcd on a valve at the

head af the cylinder, in conjunction with
aother stamped markings. Such markings

are seb out by way of example in Annexure
G together with a correct explanation (not
present on the cylinders themselves) of

the significance thereof.

Some of the gas-contalning cylinders
sold or reseld or exchanged by the first
and second plaintiffs in the Republic
of South Africa have been further stamped

g4 §
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with the wording ‘'guaranteed filled by

anthorised Sodastream distributor'.

In filling cylionders asg described in
sub-paragraph {a) above, the second plain-
tiff has acted in accordance with quality
control procedures laid down by the first
plaintiff. These brocedures include
provigion for the use of gas of food
guality, and for the checking and when
necessary the repair of t(he cylinders,
using spare parts supplied by the first
plaintiff, These procedures are intended
Lo ensure that the cylinders to which they
have been applied are mechanically sound
and safe for the public to handle., and
that the gas they contain is of an accepta-

ble quality and guantity.

The word 'Sodastream' as used on the cy-
linders when sold or exchanged by cither
of the plaintiffs as set forth above
in this paragraph is a trade mark as

defined in the Trade Marks Act, No 62 of

1663 and as registered under either or hoth

of the trade marks nos. 78/443%5 and 78/4436."

ST oshall....... ...
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1 shall make reference later to the content of the gummed

labels, annexures Fl to F6, mentioned above.

The gravamen of respondents'’ complaint con-
: cerning the conduct of appellant is contained in para. 8
of the Stated Case, which reads {(appellant being referred
to as defendant ) :-

ng. (a) Subseguent to the registration of
the two abovemeniticned trade marks,
the defendant has from time to tLime
accepted from customers (both retailers
and members of the public who are end-
users} cvlinders stamped with the word
'*Sodastream!'. The defendant has
then in most cases exchanged such cylin-
ders by supplying such customers with
similar cylinders filled by the defen-
dant with gas and has charged for the
gas only; and in bhe other cases
has sold such refilled cylinders to
its customers. These ceylinders
emanated originally from the {irst
plaintiff.

/ {b) After.........
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(h) After refilling such cylinders with gas
the defendant has from time Lo time ex-
changed or sold such cylinders, as
detailed in paragraph 8{a) above,
and the gas therein contained, to
retailers and to members of the pu-
blic with the cylinders still bear-
ihg the word 'Sodastream' stamped upon
them and, in some cases, still bearing
one of the gummed Lahels referred to

above in paragraph 7(bh}.

{c) The gas contained in these cylinders
when sold or eéxchanged by the defen-
dant was not supplicd by or obtained
from either of the plaintiffs, save
in relation to the cylinders mentioned

in paragraph 12 infra.

(c) Frrom time to time the delendant
has covered the marking, 'guaranteed
filled by Sodastream distributor’
present on some ol these c¢ylinders,
the covering material being an opaque
gummed label, a sample of which is

attached hereto marked Annexure .

/ (e) Subsequent......




Subsequent to September 1982 all
cylinders exchanged or sold by the
defendant as aforementioned have boroe
labels as exemplified in Annexure M.
The [acts stated on Aanexure I are

correct.

From time to time the defendant has
applied the label of Annexure I to
cylinders bearing the marking 'guaran-
teed Filled by authorised Sodastream
distributor! in a position in which

the label has not obscured such marking.

From time to time the defendant has
removed from the cylinders the gummed
tabel bearing the word 'Sodastream!'
and referred to in paragraph 7(bj
above, and has in other cases wholly
or substantially obscured this gummed

label with the label of Abnexure H.

The conduet of the defendant seb out in
sub-paragraphs (a} to (g) of this para-
graph has not been expressly autho-

rised by the plaintififs.

/ (L) When.......... ..
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When refilling the c¢ylinders referred

to above, the defendant does not ob-
serve guality control standards

laid down or supervised by elther of

the plaintiffs, and the deFendant

does not pepair the cylinders with

spare parts supplied by either of the
plaintiffs; but the plaintiffs agree
that such repairs as may take place from
t£ime Lo time do not change the character
of the cylinders and are conducted under
strict quality control. The defendant
is not aware of the gquality contrel
standards of the plaintifts, but ad-
heres to a strict quality control stan-
dard of its own. In particular, the
defendant selects certified food qua-
Lity CO2 gas from Messrs Afrox Limited.
When refilling the cylinders as afore-
mentioned, Ghe defendant ensures by
means of weighing on a scale approved
and assized by the Assize Division

of the Department of Industries, Com-
merce and Tourism that the gross weight
appearing on each cyiinder {and
exemplified in Annexure G) is correct,
after filling.

/ {i) Samples...... e



{(3) Samples of the cylinders sold or
exchanged in the ordinary course

of

trade by the defendant and refer-
red to in sub-paragraphs (b), (d),
(f) and (g) above will be handed in
at the hearing of this matter marked

Exhibits LTI, TV, V, VI and VII res-

pectively."
Apart from certain details which are not relevant for pre-
sent purposes, what the gummed label, annexure H, states
(in both official languages) is: "Filled with food
guality 602 by Berman Bros (Poy) Lod", followed by

appellant's postal address.

Relevant portions of the Stated Case continue:

"o, Despite demand made by the plaintiffs
on the defendant, the defendant has re-
fused to desist from the conduct set
out in paragraph 8 above.

10.

...................................

1. 11.1 The defendant has been in law-
ful possession of, and has been
the lawlul owner, of the cylinders

/ recelved.s ., o e e o



recetved by it for refilling
from customers and referred to

in paragraph 5 above.

11.2 The defendant does not sell or
exchange the aforementioned
- eylinders as new cylinders. but
selis the gas contained in these

cylinders as fresh gas of Food

quality .

The defendant has since 1980 to the
present, and with the knowledge of the
second plaintiil’, lawfully purchased
new miachines for making beverages and
new and uscd gas-filled cylinders bear-
ing the mark SODASTREAM from the
second plaintiff, as well as beverage
concentrates, kept a stock ol such
machines and cylinders, and sold the
same to members of the public. The
cvlinders as received by the defendant
from the second plaintiff have in all
cases been filled with gas supplied
by the second plaintiff, and have been
sold by the defendant in the ordinary
course of trade, the defendant being &
stockist and supplier of such products.

/13, Other.
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Other parties in the Republic of
South Africa have from time to time
refilled and do refill cylinders
bearing the label and markings refer-
red to in paragraph 7 above and have
sold or exchanged them and do sell
and exchange them, such activitices
having taken place without the authori-
ty of either of the plaintiffs, At
the hearing of this matter the defen-
dant will hand up te the above ilonour-
able Court examples of such cylinders
received and exchanged or sold by
ather parties, marked Exhibits VIIL,

IX and X respectively.!

The contentions of respondents are contained in

paras.14 to 18 inclusive of the Stated Caseg which read

~as follows:-~

14,

The conduct of the defendant set forth
in paragraph 8 above constitutes in-
fringement of the trade mark 78/4435
and/or infringement of the trade mark

78/4436 under section 44{1)(a} of Lhe

/ Trade Marks Act,......
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15.

1o,

17.

Trade Marks Act, No 062 of 1903.

{a) The wording 'guaranteecd filled by
authorised Scodastream distribubor!
is o trade description within the
meaning of the Merchandise Marks

Act .

(h) The same wording describes the gas
within if not also describing the

cylinder itself.

Neither the first plaintiff nor the
gecond plaintiff has made any represcn-
tatiou of any nature to the defendant
that the plaintiffs authorise or con-
done the conduct of the defendant set

forth in paragraph 8 above.

The conduct of the defendant set forth

in paragraph 8 above constitutes:

la) Contravention of section 7 of the
Merchandise Marks Act, No. 17 of
1941, din that, in acting as afore-
said, the defendant has sold goods,
namely: ]

(i)  The gas, to which a forged

trade mark was applied; and
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to which a trade mark was
falsely applied; within the
meaning of these terms under

the Merchandise Marks Act.

(ii) The cylinders, to which a
forged trade mark was applied,
within the meaning of the terms
‘forged' and 'trade mark' under

the Merchandise Marks Act.

(b} Contravention of section O of the
Merchandise Marks Act in that, in
acting as aforesaid, the defendant
forged one or more trade marks;
falsely applied a4 trade mark to
goods (namely the gas); and
applied a false trade description
to goods {(namely the gas); all
within the meaning of the relevant
terms under the Merchandise Marks

Act.,

The conduct of the defendant complained
of by the plaintifis amounts to the
delict of unlawful competibtion if such
conduct does not amount to contravention

] Y
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of the Trade Marks Act and of the

Merchandise Marks Act."
The contrary contentieons of appellant, as set Forth in

paras.19 to 22 inclusive; are:-

19 ‘'he defendant, having purchased or
otherwise obtained lawful possession and
ownership of cylioders marked as de-
scribed ahbove in paragraph 8, is en-
titled to conduct itself in Lhe wanner
hereinbefore desceribed in the course
of refilling such cylinders with gas and
preparing them [or resale or exchange as
second-hand goods to the defendant's
customers in the Republic of South

Africa.

20 {(a) The defendant contends that the word
'Scdastream' as appearing on the
cylinders sold or exchanged by the
defendant as set forth above in
paragraph 8 is not a trade mark as
defined in the Trade Marks Act,

No. 62 of 1963, and farther con-
tends that the word !'Sodastream!

J obas..o... ... et e
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(b}

21.

conduct,

all,

{a}

(b)

()

The defendant contends further

has not been uscd by the defendant
as such a trade mari.

The centention set Forth in sub-
paragraph 20{a) applies Lo the word
'Sodastrean' as it appears in or on:

The wording 'guaranteed filled
by
tributor!'

authorised Sodastream dis-

stamped on certain

cylinders;

The Labels

Fl to FO

forming Annexures

hereto and applied

to eylinders;

(131} The wording stamped on the

valve of the eylinders,

its

that
either as complained of or at

does not in any wayv constitube:

Infringement of any of the provi-

sions of the Trade Marks Act;

Contravention of any of the provi-
sions of the Merchandise Marks Act;

and

Unlawful competition vis-a-vis either
of the plaintifls.

/22,

The......
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22. The defendant contends [urther that
one or bhoth of the plaintiffs have
represented to it that its conduct is

unghjectionable; the defendant has

acted on such representation to its
detriment and the plaintiffs are there-
fore estopped from claiming the relief

sought . "

As the Stated Case shows, there were three main
matters in contention between the parties: (i) the alleged
trade mark infringements, (ii) the claim bascd on alleged
contraventicns of the Merchandise Marks Act, and {(iii) es-
toppel. (Thé claim Tounded on unlawful competition was nol pur-
sued.) In addition, in its heads of argument appellant has con-
tended that, whatever the outcome of the appeal, certain of the
ancillary relief should not have been granted by the Court a
Quo. And in certain supplementary heads of acrgument
appellant has raised a point not previously taken and not
mentioned in the application for leave to appeal, viz. that

respondents did not have locus standi to apply for relief
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in respect of appellant's alleged contraventions of the Mer-

chandise Marks Act. At. the hearing of the appeal, however,

appellant's counsel announced that he was not pressing the

estoppel contention or the point bhased on locus standi.

In my view, counsel acted wisely in so doing. T shall

deal with the cother matters seriatim.

THE  ALLEGED  TRADE  MARK  IRNFRINGEMENTS

As far as trade mark infringement i1s concerned, the
conduct on the part of the appellant complaincd of by res-
pondents consists of receiving empty Sodastream cylinders

~
from members of the trade or the general public, refilling
them with its {appellant's) own carbon dioxide gas and
re-gselling or exchanging the gas~filled cylinders in the
course of trade -
(1) with the mark "Sodastream" stamped on the valve

at the head of the c¢ylinder;
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in some instances, with the words "Guaranteed

b2
e

filled by authorised Sodastream distributor"
stamped on the cylinder and with these words re-

maining uncovered or unobkscured in any way; and

(3} in some instances bearing one of the gunmed labels
constituting annexures Fl to FbH, such label remain-

ing unobgcured.

Lach of these complaints, and the issues arising
therefrom, must be considered separately, but hefore I
do so there are some observations of a general nature
which should be made. Respondents originally based their
case on the infringement of both the gas mark and the cylin-
der mark in terms of sec. 44(1){(a) of the Trade Marks Act.
The relefant portion‘of sec 44 reads as follows:

1) ... s iis... the rights acguired
by registration of a trade mark shall
be infringed by —

| (a) wnauvthorized.....
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{a) unauthorized use as a trade marlk
in relation to goods or services
in respect of which the trade
mark is registered, of a mark so
nearly resembling it as to be
likely to decelve or cause con-

fusion; ¥
With this provision must be read certain definitions con-
tained in sec. 2 of the Trade Marks Act., In sec. 201}
a "mark" is defined to include a2 name or word; and a
"trade mark" is defined to mean —

..... a mark used or proposcd to be used
in relation to goods or services for the

purpases of —

(a) indicating a connection in the course
of trade between the goods or servi-
ces and some person having the right,
either as proprietor or as a regis-
tered user, to use the mark, whether
with or without any indication of ¢the

identity of that person; and

(b) distinguishing the zoods or services
in relation to which the wmark is used
or proposed to be used, from the same
kind of goods or services connected
in the course of trade with any other

person.”

N 3 S
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In sec. 2{3){a} it is provided:

"{a) References in this Act to the
use of a mark in relation to goods
shuall be construed as references Lo
the use thereof upon, or in physical

ov other relation to, goods.”
In this case we are not concerned with a mark
"nearly resembling" the registered trade marks: it is in

each case the mark itself, viz. the word "Sodastream", that

2
is alleged to have been used unauthorizedly by the appellant.

Originally sec. 44(1) spoke of —

"the unaubthorized use. .. of the ideantical
trade marl or of a trade mark so nearly

resembling......."
This was the wording in paragraphs (a) and (h). TFor some
"reason, obscure to me, the words "of the identical trade
mark or" were deleted in bhoth paragraphs by sec 21{(a) of
Act 406 of 1971. Presumably it was thought that if the
mark used by the infringer was the identical marlk it would

/ necessarily.............
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necessarily be a mark so nearly resembling as to be likely

to deceive or confuse. Obhviously it was never the inten-
tion to exclude from the ambit of infringement the use of the
identical mark {cf. remarks of Chowles and Webster, The

South African Law of Trade Marks, 2nd ed., p 98).

I think that this amendment is an unfortunate one and not
conducive to clarity; and I would hope that when the Act
is again amended the deleted words be restored. At all

iLn

F

events, the unauthorized use of the identical mark must

my view, be regarded as falling under sec. 4401){a),

Furthermore, in this c¢ase there are two marks
involved, the gas mark and the cylinder mark. In terms
of the alleged acts of infringement (L1}, (2) and (3)
above, the word "Sodastream" appears upon the same object,
that is, the cylinder; and in each case the question arises

as to whether it is used only in relation Lo the ¢cylinder

itself (in which case only the cylinder mark becomes rele-—
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vant) or only in relation to the contents of the cylinder

{in which case only the gas mark becomes relevant)} or in

relation to both the cylinder and its contents {in which case

hoth marks are relevant}. The importance of these distinec-

tions lies in the fact that the Court a guo held (see reported

judgment, p 429 F-1) that no infringement of the cylinder mark

had been established and the further fact that this finding is

accepted by respendents. I agree with this finding. 1t need

not now be decided whether the true hasis of such non-liability

be, as held by the Court a quo, that in dealing with the cy-

linders themselves the appellant trades with "genuine" goods

{see also in this connection llampo Systems (Pty) Ltd v Audio-

lens (Cape) (Pty) Ltd 1985 (4) SA 257 {(C), at p 261 C-F) or

that, having regard to all the circumstances, the appellant
is authorized to deal with the ¢ylinders themselves and to
nge the cylinder mark in relation thereto.

I return to the alleged trade mark infringements.
The first matter to be determined is which, if any, of the

uses of the word "Sodastream” on the cylinder by the res-

/ pondents.............
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pondents relate to the gas mark or to the gas mark and the
cylinder mark, IF the uppellant has used the marks, then
his user cannot differ Ffrom that of the respondents as [ar
as the identity of the mark used is concerned and far the
reasons already stated only uses relating to the gas mark
can give rise to liability on the part of the appelluant.
Uses relatidg only to the cylinder mark can consequently
be disregarded.

As to the alleged trade wmark infringement (L)
above, it was held by the Courlt a guo that the word
"Sodastream stamped on the valve was use of the cylinder
mark only and could therefore be disregarded {sce reported
judgment at p 428 ¥}, On appeal appellant naturally sup-
ported this finding, whereas respondents, in terms of their
cross-appeal, challenged it.

Where the same word constitutes the trade mark
under more than one registration, each in respect of a
separate class of goods, and this weord is used upon
an article which comprehends elements which £all within

J omore.. ..., ..
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more than one of these classes of goods, the test as to
which of the registered trade marks is so used should,
in my view, be an chjective one. The courtc must ask itselfl:
having regard to all the circumstances, to what would the
ordinary reasonable consumer of the article regard the wark
as referring?

In regard to the word "Sedastream" stamped on

the valve it was submitted by respondents' counsel that
the Court a quo had erred in ignoring the other markings stamped
on the valve, which, s¢ it was argued, linked Sodastream" with
the carbon ﬁioxide gas. The valve is a brass fitting which
evidently screws onto the head of the cylinder. fn addi-
tion te the word "Sodastream" there are stamped upon it
various cryptic letters and figures which relate to
such matters as the mass of the ceylinder when full and
empty, the year of manufacture, the test pressure and the
country of manufacture. One of the stampings is “COz”:
but it is not in clase proximity to the word "Sodastream”.

/ These...
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These markings are not at all prominent. I accept that

the reasonable consumer would know that C02 meant carbon
dioxide gas, but I do not think that he would regard the
word "Sodastream" as relating to the gas inside the cylinder.
In my view, he would relate this use of the mark to the

valve or to the cylinder as a whole and not to its contents.

I, therefore, agree with the finding of the Court a quo.

As to (2) above (the inscription "Guaranteced
Filled by authorized Sodastream digtributor" stamped on
the cylinder - for the sake of brevity I shaltl call this

"the stamped guarantee"), it was held by the Court a quo

that the acts of the appellant in refilling with its own gas

and selling cylinders with the stamped guarantee consti-

tuted a use of first respondent's gas mark (see reported

judgment at p 429 B - C). T agree with this conclusion,

It was argued by appellant's counscl, both before us and

H

in the Court a quo, that the word "Sodastream" in the

/ stamped ............ .



stamped guarantee qualifies the word "distributor" and
relates to a service, ie. the refilling of gas cylinders;
and in this connection reference was made Lo <ertain

other registered trade marks in respect of services of

which first respondent is the proprietor. There isg, in
my view, no subhstance in this argument. As the trial

)

Judge succinctly put it {at p 429 B-C) —

"A member of the poblic, when exchaonging

an empky cylinder for a gas-tfilled cylin-
der, is purchasing gas, which he is told

has been supplied by a distributor with

the authority of the registered proprietor
of the trade mark. This description of the
source of the gas amounts to a use of the

trade mark 'in relation to goods® in class I."

(The gas mark relates to class 1.) And, T might just add,
the service marks referred te by counsel relate, respectively,
to class 37 ("econstruction and repair") and class 42

"miscellaneous").

I AS o e
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above

As to (3) / (the use of the gummed labels annexures

Fl1 to F6), these labels fall into three groups: (a) Fl, F2

and F3; (b) F4 and F§5; and (c¢) Fb6. Each group must be

considered separately. F1, F2 and F3, which are substan-

tially identical, are headed in large script "Sodastream Car-

bonator" and underneath, in small scripb, appear the injunc-

tions "Keep in a cool place", "Do not store in a car", "Do
not tamper with valve", '"Do not attempt te refill", "Treat
carefully" and "Avoid direct sunlight'. The Court a quo

held that these labels were used solely in relation to Lhe
metal cylinder and its attachments and therefore did not

have reference to the gas mark (see reported judgment p

428 G). Respondents cross—appealqd against this finding.
Although the point is debatable, T am of the view that

the reasonable consumer would regard this label, including

the word "Sodastream", as having reference both to the cylin-
der and to its contents. This label consequently does involve

the gas mark.
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script "Serviced and refilled with Sodastream gas under
licence from Sodastream Ltd., Peterborough, England, in
accordance with approved procedurcs and standards of qua-
lity"; and at the bottom second respondent's name and
address. In argument appellant’'s counsel conceded that
use of the mark Sodastream on this label was in relation
to both the cylinder and the gas. In my view this con-

cession was well-founded,

Finally, as regards FO, appellantt's counsel
contended that the trial Court had erred in holding
that it related to the cylinder and the gas, whereas

respondents’ counsel supported this finding. The es-

the

sence of thig label dis the word Sodastream written in a fancy

script and below this the words "Guarantee this C02 cylinder

to be full ex factory". Again the matter is debatable

but on the whole I think that the reasonable consumer

J owould.........
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In regard to F4, F5 and F6, the Court a quo
found that the word "Sodastream" on them was obviously
used in relation to hoth the cylinder and the gas, but
proceeded ©o disregard these labels on the ground thao

the Stated Case did not indicate whether the appellant

had ever marketed gas-filled cylinders bearing any of these
labels. This view was presumably founded on the learned
Judge's interpretation of paragraphs 7(b) and §{b} of the
Stated Case. Whatever the merits ol this view, appellant's
counsel indicated that his ¢lient did not wish to rely upon
this finding and asked the Court to rule on these labels on
the basis that appellant did market gas-filled eylinders
bearing these labels. 4 and I'5 are substantially identical.
Apart from a warning in regard to the handling of cylinders,
the label contains, at the top, the words in bold type "Origi-
nal Carbqnator Cylinder"; bhelow that the word "Sodastream" in
large fancy writing; below that the words, in smallcer

/ script....... e



would regard the label as a use of the word Sodastream in

relation to the cylinder rather than the gas,

In the result, therefore, the use of the mark

"Sodastream" on the cylinder should be construed as having

reference o the contents of the cylinder and therefore as

involving the gas mark in the case of the stamped guarantee

and labels F1l, F2, F3, F4 and F§5. The guestlion now is

whether appellant's conduct in re-selling the cylinders,

filled with its own gas and still bearing the stamped guaran-

tee and/or one or other of the labels Fl to F§ inclusive,

constituted an infringement ol the first respondent's gas

mark. This depends, in terms of sec. 44{1)(a), on whether

such conduct amounted to ——

(i} the use by appellant of a mark,

(ii) as a trade mark;

(iii) in relation to goods in respect of which the

trade mark is registered,

{iv) such use Dbeing unauthorized.
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It ds common cause that if the other requisitegs are
satisfied requisite (iii) dis satisfied, i.e. the user,
if established, was in relation to goods in respect of
which the trade mark (the gas mark) is registered. The

other three requisices are, however, in contenbtion,

It was submitted by appellant's counsel that
appellant did not use the mark at all. He argued
that when a mark is used in connection with consumahble
goods it ceases to exist, or at any rate loses 1Ls acori-
butes as a trade mark, once those goods have been con-
sumed; that, consequently, although second respondent
uses the gas mark when marketing its new cylinders, once
the ultimate ceonsumer has uwsed the gas in the cyvlinder
the marks lose their attributes as wmarks and in effect
no longer exist; and that, therefore, in subsequently
refilling and selling the returned cemnpity cylinders appel-
lant does not use a mark. Counsel used the homely

/oexample..........



example of a slab of chocolate. I can appreciate the
argument if in the example given the mark is applied

to the chocolate itself, but where the mark is to

he found on the wrapping paper or, as in this case,

on the cylinder containing the gas, I find the arpgument
unconvincing. 1 do not believe that a seller of choco-
late who used, say, a discarded Cadbury's chocolate wrap~
per (the chocolate bar having been consumed), bearing the
Cadbury's trade mark (if there be onel, in which to market
a brand of chocolate other than Cadbury's could claim
that he was not using the Cadbury's mark. Nor de I
believe that the appellant in €£his case can claim that it
is not using the gas marks appearing on the cylinders
which he has refilled and supplied to customers. When
appellant refills and sells or exchanges one of the
cylinders in question, the cylinder still has on 1t one or
more of first respondent's gas marks. These marks are a

/ physical reality.
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physical reality. In no way can they be said no longer
to exist. They are there for all to sece. And since,

ex hypothesi, they relate to the gas inside the con-

tainers, there is, in my view, no escape from the con-
clusion that in so dealing with the cylinders the
appellant uses the mark in relation to the gas which

it sells in the cylinder. Angd it matters not that
appellant did not itself place the mark on the cylinder.
This conclusion, which flows from an application of the
provisions qf Act 62 of 1963, seems to be broadly in

conformity with what has been the approach in similar

cases in other jurisdictions {(see Rose v Loftus

{1878) 47 LJ Ch. 576; Barr and Co v Mair and Dougall

(1904) 21 RPC 665; Calor Gas {Distribution) Co Ltd

v Cooper [1962] RPC 16, at pp 22-4; «<f. Thwaites & Co vy

M'Evilly (1904) 21 RPC 397; Kerly's Law of Trade

Marks and Trade Names, 11 ed., par 14-08, p 245;

/ Pirest-0-Lite.....
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Prest-0-Lite Co v Avery Lighting Co 161 Fed. 648; 87

Corpus Juris Secundun §76). Accordingly, 1T find

that requisite (i)} above is satisfied.

As to requisite (ii}, use of a mark "as a trade
mark™, this means, in terms of the definition of "trade
mark", that the use must be for Y“"the purposes of" (i}
indicating a connection in the course of trade hetween

the gas in the cylinders and the proprietor of the mark
(First respondent) or bthe registered user {sccond respondent),
and (ii) distinguishing such gas from the same kind of gas
connected in the course of trade with any other person.

There is no guestion that as far as respondents are con-
cerned the gas marks appearing on the cylinders were used

for these purposes. The Stated Cuse does not deal with the
guestion as to the purposes for which appellant used the gas
marks. It seems to me, however, that where, as in this case,

an alleged infringer has used a trade mark on or in re-

S odlation. .. ... 0 0.



lation to goods in such a manner aé to lLead others to
think that there i1s a connection in the course of trade
between the goods and the proprietor or registered user
of the trade mark, and the alleged infringer was aware
of this (or must he taken bto have been aware of this),
he must be held to have used the trade mark as a trade
mark and cannot be heard ta say that, subjectively, in
reality this was not his purpose. In this sense cvhe
test, in my view, is an objeclive onc. (Eﬁ. Lhe re-
marks of Chow}es und Webster, op. cit., at p 204; and,
in another context. the observations of TRENGOVE JA in

Cape Town Municipality v Frerich Holdings (Pty) Ltd

1981 (3) SA 1200 (A}, at p 1216 C-t).

It was argued by appelliant's counsel that

appellant was not using the word "Scdastream” Lo connote

a connection in bthe course of trade between its gas

and respondents. In support thereof counsel cited a

/ onumber.. .. ..., ..
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number of hypothetical examples invelving a member Of'
the public who approached the appellant with an empty Soda-
stream cylinder which he wished to have refilled and was
made aware of the Ffact that what he obtained was a cylin-
der filled with appellant's own gas. The Stated Case
contains no reference bo such hypothetical situations,
but what it does make clear is that appellant has Trom
time to time exchanged or sold refilled cylinders to
retailers as well as menbers of the public, As ap-
pellant's counsel conceded, this argument based on
hypothetical situations would not apply where the re-
filled cylinder reached the consumer through a retailer
and, in my view, it would often not apply even where
appellant dealt directly with the customer. Consequent -
ly, assuming in appellant's favour that someone who has
used in relation to his goods the trade mark of another

Qa
can avoid liability for infringpent on the ground that
by reason of extraneous circumstances the public at the

/o otime. ... ... .




P,

n

time of purchase became aware of the fact that the goods

were those of the alleged infringer and not those of the

proprietor or registered user of the trade mark (and I

might add that I am by no means convinced of the validity

of this proposition), I do not sce how this argument can

asszsist the appellant on the facts of this case. Obviously

in many instances this hypothetical situation would not occur

And it hasgs never been the law that in order to constitute in-

fringement the unauthorized use of anotherr's trade mark should
o=

mislead all members of the public.

In similar veidn appellant's counsel further

submitted that the application of the label annexure "M

to the cylinders since 1982 negatived the gas marks as

indicators of a counection in the course of trade between

the gas and the proprietor or registered user of the mark.

This particnlar argument was explicitly rejected by the Court

a quo (see reported judgment at p 429 E}. T agree
that it is unsound, I very much doubt whether, once
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it is clear that appellant has used the gas mark, considered

on itts own, as a tirade mark, appellant can avoid infringe-

ment by showing that annexure H indicated a different origin

for the gas (see in this regard adidas Sportschuhfabriken Adi

Dagsaler K G v Harry Walt & Co {(Pty) Ltd 1976 (L) SA 530 {T)

at pp 535 H - 530 A; Aristoc Ld v Rysta Ld {1945} 62 RPC 65

at p 77 Lever Brothers, Port Sunlight, Ld v Sunniwite Pro-

ducts, Ld (1949} 66 RPC 84, at p 89); bLut in any event T do
not think that annexure "H" does uneguivocally proclaim that
the gas with which the ¢ylinder has been filled is not Soda-

atream gas, bui gas selected or produced by appellant.

For these reasons 1 am of the opinion that

respondents established requisite (ii) as well.

With regard teo requisite {iv)}, uvnauthorized
user, appellant's counsel made the submission in their
heads of argument that to give business efficacy to She

/ contracts ,........
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contracts whereby second respondent sold Sodastream cylin-

ders to appellant {and other traders) it was necessarily to

be implied that appellant and fellow traders were autho-

rized to conduct themselves in the manner set out in

para. & of the Stated Case., This point was not pursued
with any enthusiasm in argument before us, In my view,
it is devoid oif substance. The question is whethep it

is necessarily to be implied that traders to whom secaond
respondent scold cylinders were entitled to refill them
with their own gas and resell our exchange them under
first respondent's mark. There is no such necessary
tmplication, On the contrary, the more likely im-
plication is that empty cylinders would have to be
returned to second respondent or some auvthorized agent
or sub-distributer for refilling. There is no basis
for finding that the user of first respondent's gas mark
by appellant was in any way authorized. Requisite (iv)

was, Therefore, established.

/ Accordingly ..........
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Accordingly T hold that in refilling with its own

gas and selling or exchanging cylinders carrying the stamped

guarantee and/or one or other of the labels Fl to F5 inclu-

sive, appellant infringed first respondent's gas mark and

this entitled respondents to an interdict and damages. As

far as labels Fl1 to F§ inclusive are concerned this goes

Further than the finding of the Judge a guo (see reported

judgment at p 429 I).

THE ALLEGED CONTRAVENTLIONS OF

THE MERCHANDISE MARKS ACT.

The provisions of the Merchandise Marks Act which
appellant is alleged to have contravened are sec. 6(a), (b}
and {e) and sec. 7. These read as follows:

"G, Any person who —

{a) forges any trade mark; or
{b} Falsely applies to goods any
trade mark; or

ooooooooooooooooooooooooooooooooo

{e) applies any false trade descrip-

tion to goods,’

shall be guilty of an offence

oooooooo

.................
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7 - Any person who sells any goods to which
any forged trade mark or false trade
description is applied, or teo which any
trade mark is falsely applied, shall

be guilty of an offence .............. "
(Each of these sections contains an exemption clause, but

neither is relied upon by the appellant.)

As in the Court bhelow, appellant's main argument

"on apﬁeal was Lthat the Merchandise Marks Act did not apply

to trade marks registered in terms of the Trude Marks Act 02

of 1963. This argument was rejected by O'DGNOVAN J {see

reported judegment p 430 A-G). And the argument based on

respondent’'s alleged lack of locus standi was, as I have

said, not pursued.

It is true that sec. 1 of the Merchandise Marks

Act defines a "trade mark" (I quote only the relevant

portion) as -

/S / "....a trade.....
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".... a trade mark registered in the register
of trade marks kept under the Patents, Designs,
Trade Marks and Copyright Act, 1916 (Act No
9 of 1916) ",

...............

It is also true that first respondent's trade marks (and
here we are concerned with both marks) were registered not
in terms of Act 9 of 1916, but in terms of Act 62 of 1963.
Nevertheless, it is provided by sec. 12(1) of the Interpre-
tation Act 33 of 14957 that -
"Where a law repeals and re-enacks with or
without meodifications, any provision of a
former law, references in any other law Lo
the provision so repealed shall, unless the
contrary intention appears, be construed
as references to the provision so re-enacted'.
Respondents contend that in terms of sec., 12(1) the reference
in the definition of "trade mark”™ in sec. 1 of the Merchandise
Marks Act to the Patents, Designs, Trade Marks and Copyright
Act, 1916 (Act No 9 of 1916) must be construed as a reference
to the Trade Marks Act B2 of 19263. Appellant, on the other

hand, contends that sec. 12(1) does not apply.

ST have. . .. vt e
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I have no doubt that respondents' contention is

the correct one, Act 62 of 1963 repealed so much of Act

9 of 1916 as related to trade marks (see ssc. 2 of Act 62 of

1963) and replaced what had been repealed with its own pro-

visions. It was argued by appellant's counsel that the

provistons of sec, 12(1) do not apply as there is no 'provi-

sion' of the 19186 Act which was re-enacted in the 1963 Act

and which is referred to in the Merchandise Marks Acth:

sec. 82 of the Trade Marks Act ol 1963 repealed the 1816 Act

in its entirety,in so far as it related to trade marks. I

am not sure that I understand the intended import of this ar-

gument. In s far as it may suggest that sec. 12(1) does

not apply where the repealed provision forms part of an Act,

or portion of an Act, which has been repealed and replaced in

it entirety the argument is clearly wrong (see eg. Rex v Ngcobo

1941 AD 412, at p 425; Publications Control Board v Central

News Agency Ltd 1977 (1) SA 717 (A}, at pp 73% H - 740 A).

The argument may, however, merely mean that there has not

been & repeal and re—enactment "with or without modificationsgm
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of a provision {or provisions) of the 1916 Act by the 1963

r

Act. To this issue I now turn.

The reference in the Merchandise Marks Act., under

the definition of "trade mark", to the Act of 10106 relates
to a trade mark registered in the register of trade marks.
The 1916 Act defined "trade mark' and in sec. 132(1) it
provi@ed:

"{1) There shall be kept at the trade
marks office a register of &trade
marks wherein shall be entered par-

ticulars of —

{a} all registered trade marks,
with the names and addres-
ses of their proprietors and of
all registered users thereofl
together with the date of
registration and expiry there-
of;

{(h) notification of assignments and

transmissions, and disclaimers;

and

(c) any other matters relating to
registered trade marks which

are prescribed.”

2
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The 1963 Act, the general object of which, according to
the long title, is "{t)o consolidate and amend the Taw
relating to trade marks", also defines "trade mark" and
in sec. 31(1) and {3) provides:

n{1} There shall be kept at the Lrade
marks office a register of trade marks

wherein shall be entered particulars

(a}) all applications to register
trade marks and all registra-
tions of trade marks with the
nanes and addresses of their
proprictors and of all regis-
tered users thereof, together
with the date of registration
and the date of expiration of

the registration;

{b} notifications of assignments
and transmissions, and disclaim-

ers; and

{¢}  any other matters relating to

registered trade marks which

are prescribed.

{3) The register keplt under the repealed
law and existing at the commencement

S
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of this Act shall be incorporated
with and form part of part A ol the

register kept under this Act."

There are differences between the provisions ol the 1910
Act relating to these matters and those of the 19063 Act.
And in this connecbion appellant's counsel ewphasized in
particular the fact that the definition of "trade mark" had

been widened in the 1963 Act to include container marks and

marks in respect of services. 1 shall assume in appbellant's

favour that the reference in the Merchandise Marks Act com-
prehends the definition of "trade mark" in the Act of 1916
and that, therefore, the new definition of "trade mark" in
the 1963 Act is relevant to the enquiry. The question
then 1s whether or not, bearing in mind these aforementioned
differences, there has been a re-enactment with modifica-
tions of the relevant provisions of the 10106 Act.

In D v Minister of the Interior 19062 (L) SA 655 (T}, at p

659 D, the Full Bench of the Transvaul Provincial Division,

/ o approving............
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approving the

{see 19060

text the

(4)

word

Finding of WILLIAMSON .} in the same case

SA G905, at 909) held that in this con-

"modifications™ -

"is not limited to the action of

limiting or gualifying or tooing down

or resbricting any statement; it can
mean to make partial changes or to make
changes in respect of certain qualities
or to alter or vary without radical
transformation. Inseofar as the meaning
of the word 'modifications' in sec. 12{(1)
oF the Interpretatien Act is concerned it
seems Lo me that WILLTAMSON 3 was correct
when he held that it must mean any alte-
ration which doezs not change the essen-
tial nature or character of the repealed

provision."

/ This... ...,
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This interpretation and the test adopted were followed in

NMkomo and Others v Minister of Justice and Others 1965 {1)

D-G
SA 498 (SR, AD), at p 5054 Ex parte Glavonic L967 (4) SA

141 (N}, at pp 142 H - 143 A: and S v Msitshana 1978 (1}

SA 386 (W), at pp 388 H -~ 389 C; and it seems to me that

they should be followed by this Court. Applying the test

in the present case, the gquestion is whether or not the

relevant provisions of the 1963 Act, in repdaling and re-

enacting with alterations the corresponding provisions ol

the 1916 Act, changed "the essential nature or character”

of the repealed provisions. In my opinion, they did not.

In particular, I do not think that the inclusion of container

marks and service marks within the deffinition of "trade

mark' changed the essential nature and character of a

trade mark.

Appellant's counsel zalso referred to the defini-

tion of "use'" in sec. 2(2) and the new sec. 44(L){b) of

the 1963 Act, but these provisions do not appear to me




to have any relevance to the reference contained in the
Merchandise Marks Act.

Sec. 12{1) contains the qualification "unless the
contrary intention appears'. It is not clear whether the
existence of this contrary intention is to be sought only

in "the other law" which makes reference to the repealed

provision (as was done in R v Ngcobo, supra, at p 425 and

in R v Grove 1956 (2) SA 254 (A), at p 258 it - 259) or only

in the law whic¢h repeals and re-enacts (as was done in Rex

v_Fynn 1941 N?D 05, at p 97 and in S v Msitshapa, supra, at
P 389 C-D) or in either. It is not necessary Lo decide this
peint for in neither the Merchandise Marks Act nor the Trade
Marks Act of 1063 do T discern any such contrary intention.
In fact there are various pointers in the opposite dircc-
tion. The Legislature, when enacting the Merchan-

dise Marks Act, would surely have been cognizant of

the fact that the law governing trade marks and their

/ registration,..........
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registration, as embodied in the 1916 Act (which by Lhen
had been on the statute book for some 25 years), would
probably be replaced in a consclidating and amending
measure at some time in the future. And to me it seems
very unlikely that it would have been intended that the
provisions of the Merchandise Marks Act should not apply
to trade marks regiéteved under such new legisiation:
that once the trade marks registered under the 1916 Act
had run their course the Merchandise Marks Act should be-
come a dead letter. Moreover, sec. 31(3) of the 1963
Act, which pﬁovides that the register of trade marks kept
under the 18916 Act should be incorporated with and form
part of the register kept under Act 62 of 1963, also appears
to negative the suggested distinction between trade marks
registered under the 1916 Act and those registered under

the 1963 Act.

Appellant's counsel also argued that the fact that
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the Merchandise Marks Act had been amended as recently as

1667 without the definition of "trade mark" being altered

supported his casec. Assuming that it is appropriate to

have regard to this factor, it takes the matter no further,

in my opinion. The Legislature, had it adverted to this

point, could well have considered Chat, in view of the pro-

visions of sec. 12(1), such alteration was not necessary.

Far these reascns I am of the view that sec.

12(1) does apply and that, applying it, the reference in the

definition of "trade mark" in the Merchandise Marks Act to

the 19106 Act must be read as a reference to the corres-

ponding provisions of the 1963 Act. The net result of

that is that under the Merchandise Marks Act Y"trade mark"

now means a trade mark registered in the register of trade

marks kept under Act 062 of 10673,

T turn now to the alleged contraventions of the

Merchandise Marks Act. These are:-

S (1Y That...........




(1)

(2)

(3)
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That, in covering the stamped guarantee with the

opague gummed label, annexure H {as described in

par. B{d) of the Stated Case) and in either re-

moving labels Fl to F6 or obscuring them with

annexure H (as described in par. 8(g) of the Stated

Caze), appellant was guilty of forging a trade mark

and, therefore, of contravening sec. 6{a):

That in filling the cylinders in gquestion with bits
own gas (as described in par. 8(a) and 8(b) ol the
Staﬁed Case) while firsl respondent's gas marks
were thereon and remained visible appellant falsely

applied a trade mark to goods {ie the gas) in

contravention of sec. 6(hj);

That in filling the cylinders in question with its

own gas while the stamped guarantee and/or the

statements caontained in the labels annexures Fl to

/FS8 inclusive. .. .. ...,
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f6 inclusive were thereon and remained unobhscured,

the appellant applied to the goods {(ie the gas}

a false trade description in contravention of sec

6{e); and

That appellant had contravened and was contravening

sec. 7 by -

{(a) selling its gas in cylinders to which

forged trade marks had been applisd in

the clrcumstances described in (L) above:

and/or

(b) selling its gas in cylinders to which

a trade mark had been falsely applied

in the manner set Torth in {(2) above;

and/or

(c) selling its gas in cylinders to which

false trade descriptions had been ap-

plied in the manner described in (23)

above,

/S Generally ... ..
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Geherally, in regard t£to the alleged contraventions
of the Merchandise Marks Act, appellant's counsel raised
the same argument as was advanced in regard to the trade
mark infringements, viz. that once gas cylinders emanating
from the respondents had been emptied of Sodastream gos,
those representations of "Sodastream" on the cylinder which
related to the gas mark ceased to exist or ceased to have
the attributes of a trade mark. For the reasons already
stated, when dealing with the question of trade mark infringe-
ment, this argument cannot prevail. I proceed to consider
individually the alleged contraventions of the Merchandise
Marks Act.

As to (1) above (the alleged forging of a trade
mark), the provisions of sec. 6(a) must be read with sec.
2(3)(b), which reads —

"A person shall be deemed to forge a trade
p g

mark who —

LI I R R R R L L T A P T . " oo

(b) alters, adds te or effaces any genuine

trade mark!,
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Tt is not disputed that each of the various acts on the

part of the appellant, as described in (1) above, amounted

to the effacing of a trade mark. Appellant's counsel sub-

mitted, however, that in the circumstances the trade mark

was not a "genuine' one. The argument ran thus: a

"genuine' trade mark in the context of sec. 2(3)(b)

meansg & registered trade mark used in connection with the

registered proprietor's goods; a registered trade mark

used in relation to goods which are not those of {the regis-

tered proprietor is a false and not a genuine trade mark;

consequently, since appellantt's effacement of first res-

pondent's gas mark coincided with the filling of the cylinder

with appeilant's own gas, the gas mark was not genuine when
effaced. {It was conceded that this argument did not ap-
ply to the effacement of a cylinder mark.) This argument

was not addressed to the Court a quo.

S Counsel . o i i e
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Counsel were not able to refer this Court to any

authority on the meaning of "genuine' in this context;

nor have I been able to find any, either in our law or in

English law, with reference to sec. 4(b) of the English

Merchandise Marks Ac¢t, 1887, which is similar to sec. 2({3)(k)

of our Act. In 8 v Smith en Andere, 1978 (3) 5A 749 {(A)

this Court had occasion to consider the meaning of "eg"

(English: ""genuine") a garing, with reference to writing,
g g PP g g

in sec., 228 of the Criminal Procedure Act 51 of 1977.

In delivering the judgment of the Court on this aspect

of the case, TRENGOVE AJA (as he then was) stated (at p

756 A) -

""Na my mening beteken die woord 'eg!
{of 'genuine'), in die sinsverband
van art 228, 'werklik synde wat dit
skyn, aangenecem word of voorgee om
te wees'!, soos dit in die WAT gestel
word, of, 'really proceeding from its
reputed seource or author', wat
een van die betekenisse is wat in

die Oxford English Dictionary aange-

gee word.'

Aimilarly. ... ... ...
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Similarly it scems to me that in the context of
sec. 2{3)(b) "genuine" means really proceeding from its
reputed source or author, ie. having in fact been applied

by the registered proprieteor or some person authorized to

use and apply the mark. On this interpretation appellant's
argument must be rejected. The trade marks in guestion were

in fact applied by the registered proprictor ov an autho-
rized user. T accordingly hold that the conduct desceribed

in (1) above did amount to contraventions of sec. 6(a).

As to (2) above (the alleged contraventions of

sec. 6(b) ), the Court a guo made no finding on this issuc

and respondents cross-appealed against its failure to do so.

Sec. 6(b) must be read in conjunction with sec. 2(1), the

relevant portion of which provides:

(1) A person shall bLe decmed to apply a
trade mark or trade description to gooads

who —

P T T T T R P L I

(¢) places... the goods in.... any
covering.,.. to whigh that Lrade
mark or trade desocription has been

- applied.”

i

/0 M"Covering" ... .....
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"Covering" is defined to include a *container®. There

can be no question that the conduct of the appellant des-~
cribed in (2) above amounted to applying first respondent's
gas mark to appellant's goods, viz. the gas. Inasmuch

as this involved the intentional and unauthorized appli-
cation of a trade mark to goods not emanating from the pro-
prietor of the trade mark, I have no doubt that appellant
falsely applied the mark and thereby contravened sec. 6(h).

And T did not understand appellant's counsel really fto dis-

pute these propositions.

As to (3) above (applying a false trade des-
cription) sec. 60(e) must be read with sec. 2{1){c), guoted
above, and with the definition of "trade description"
appearing in sec. 1 of the Merchandise Marks Act, the

relevant portion of which reads:
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" '"trade description' means any description,
statement or other indication, direct or
indirect, as to ......v0.. the name of
the manufacturer or producer (sc. of any
goods) ........ or as to the mode of
manufacturing or producing any goods

It was resgpondents’' case, as set forth in their contentions
in the Stated Case, that appellant contravenerd sec. 6{e)

by applying a false trade description to goods "namely the
gas". The application relied upon was that deemed in
terms of sec. 2(1){c) by reason of appellant having placed
goods, ie the gas, in a container, ie the cylinder, to
which a trade description had been appiied. The

Court a guo held that the stamped guarantec constituted

a trade descriptiocn and, when thus applied to a cylirnder
filled with appellant's own gas, constituted a false

trade desecription (see reported judgment p 431 A-p).

/ Appellantis........
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Appellant's counsel challenged this finding, arguing

that respondents do not '"manufacture or produce"” the gas

which they sell, bult only select the same, and that the

stamped guarantee could, therefore, not amount to a trade

description,

The reasoning of the Court a quo is contained
in the following passage in the reported judgment (at
p 431 B-C}:

"The words 'trade descriptbion' are com-
prehensively defined and include any indi-
cation, direct or indirect, of the mode

of producing goods. The plaintiffs do
not manulacture gas, but 'produciang' does
not necessarily mean 'manufacturing'.

The selection of gas, which is what the
plaintiff's do, in order to ensure that it
is of the required quality,., and the pro-
cess of filling pressure cylinders with
the selected gas for the purpose of =zale,
involve an expenditure of time and effort
which amounts, in my view, to ‘producing!
the gas. The words 'Guaranteed [illed by
authorised Sodastream disteibutor' which
appear on certain of the cylinders are
therefore a trade description.. n

J O Waith.......

L I R R




63

With respect, it seems to me that in deciding whether

the stamped guarantee constitutes a trade description one

is concerned with what the words of the stamped guarantee

convey rather than the actual operations of respondents

in filling the cylinders.

The Oxford English Dictionary gives three basic

meanings for the verb "produce, The [irst meaning con-
veys. the idea of bringing forth, presenting to view,
exhibiting and ig clearly not relevant in the context of
the definition of trade description, Nor is the second
basic meaning, which is a geametrical term. The third

basi¢c meaning comprehends;

"3. To bring forth, bring into being
or existence.
a. generally. Te bring {(a thing)
inte existence from its raw materials or
elements, or as the result of a process;
to give rise to, to bring about, effect,

cause, make (an action, condition, etc.),.
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b. Of an animal or plant: To generate,

bring forth, give birth to, bear, yileld,
{of fspring, seed, fruit, etc.).
¢. Of a country, region, river, mine,

process, etc.: To give forth, yield,

furnish, supply; to grow, raise {(plants);

to yield or bring in as profit.

d. To compose or bring out by mental

or physical labour (a work of literature

or art): to work up from raw material,

fabricate, make, manufacture (material

Pol .,

objects); in Econ. often blending

wilth sense o,

It seems to me that where the definition of ""trade

description’ speaks of *the mode of manufacturing cor pro-

ducin At cocdasn the word "producing” convevs the ope-
g Y s F g ¥ ]

ration of bringing into being or existence the geods in

uestion. tProduce! 1s a wider concept than manufacture',
q P

It would include the fabrication or manufacture of goods,

v

but it would also include, for example, the raising of

animal products and the growing of agricultural products
(operations which would not fall under the description of
"manufacture'}:

cf. South African Railways and Harbours

/ v Cemafrique..

P I
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v Cemalrique 1978 (3)-SA 388 (A}, at p 394; Rex v Rabic

1952 (1) SA 577 {C), at p 580 B.

Assuming that the séamped guarantee conveys that
the cylinder is filled with gas selected by an authorized
Soclagtream distributor, I do not think that this amounts
to a trade description. The mere act of selecting gas
from that made available by gas suppliers dees not, in
my view, connote 'producing'' the gas. The gas was pro-
duced by those who, by some process, brought it into
being or existence. And in this connection it is sig.
nificant that in the definition of "mark" in the Mevchan-
dise Marks Act a distinction appears to be drawn between

the concepts of "nanufacture", "production' and "selection',

By parity of reasoning I am of the view that none of
the labels Fl to F5 constitutes a trade description, either
as to the name of the producer or the mode cof production.
Accordingly, the respondents did ngt establish a contra-

Jovenbtion, ... et e e
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vention of sec. 6{e) on appellant's part,

As to {4) above (the alleged contraventions
of sec. 7), 1t has already been found with reference to
(1) abaove that in certain instances appellant must be
deemed to have forged trade marks on gas cylinders. It 1is
not disputed that appellant used such cylinders in which to
sell its own gas. Reading sec. 7 in conjunction with sec.
2(1), it is clear that on these facts appellant was puilty
of selling goods to which a forged trade mark had been ap-
plied. Similarly, the finding, in regard to {(2) above,
that appellant in certain instances falsely applied [irst
vespondent's gas mark to his own goods, viz. the gas, to-
gether with the undisputed fact that appellant subsequently
s0ld such gas, establishes the further contravention of sec.
7, viz. selling goods to which a trade mark is falsely ap-
plied. On the other hand, the finding that the stamped

guarantee and the labels annexures ¥l to F5 did aot amount
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to or contain trade descriptions disposes of any claim that

appellant sold goods to which a false trade description

had been applied.

THE RELYEF GRANTED,
The relief granted by the Court a queo was the
following:

"({a} The defendant is interdicted and re-
strained from infringing the first
plaintiff's mark No 78/4435 in class

1 (schedule V) (the 'gas mark')}.

(b) The defendant is interdicted and
restrained from contravening ss 6
and 7 of the Megrchandise Marks

Act 17 of 1941.

{c) That delivery up be made to one or

hoth of the plaintiffs:

{i) of all cylinders which the
defendant possesses and which
bear the first plaintiff's gas
mark and in respect of which a
contravention of the Trade
Marks Act 62 of 1963, has

been committed; and
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(i) of all cylinders which the
defendant possesses and which
bear one or more of the first
plaintiff's gas mark or c¢ylinder
mark and in respect of which a
contravention of s & of the
Merchandise Marks Act 17 of 1041

has been committed.

() The plaintiffs are awarded the costs
off suit, including the costs of two

counsel.
{e) The action is postponed to a date to
be arranged in order that the question
of damages suffered by the plaintiffs
may be investigated and determined. ™
It is not disputed that on the bagis of the Court's
) A
finding and in view of what was stated in par. 9 of the Stated
Case, the respondents were entitled Lo interdicts. Appel-
lant's counsgel, however, criticiged the interdicts granted
in terms of paras. {(a) and {b) of the Court's order on the
ground that they are general in their terms, whereas the
Court a guo found only certain specific acts of infringement

or contravention, as the case may be.

A 5~



It is obvious to me that the learned Judge a guo
intended the orders (a) and (b) to be read in the light
of his specific findings; and that, in my view, is how
his order ought to be interpreted, Nevertheless, it is
always open to a court, in cases of trade mark infringement,
gither to grant an interdict in general termg or to prohibit

the specific form or forms of infringement which have been

established, with or without a general prohibition (see

Chowles and Webster, op. cit., p 236; and also as Lo the

English practice Kerly, op. cit., par. 15-66, pp 295-6].

And it seems to me thalt the same principles should apply

to contraventions of the Merchandise Marks Act. Indeed,

here the reported cases seem to show a preference for a

specific order {(see eg. Sheffield £lectro-Plating and Enamelling

Works Litd v Metal Signs and Nameplates {Pty) Ltd aad Another

1949 (1) sA 1034 (W), at pp 104l-2; Tobler v Durban Con-

fectionery Works (Pty)} Ltd 1965 (4) SA 487 (C), at p 504

F-GY. In the present case this Court has altered a

Sonumber. . .o ... ...,
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number of the findings of the Court a quo and since the
resulting grounds of liability, both as to trade mark
infringement and as to contravention of the Merchandise
Marks Act, are somewhat c¢omplex, T think that 1t 1s ad-
visable that the order made by this Court should spell

out specifically the terms of the interdicts,. Ifnasmuch,
however, as the parties have not had the oppoertunity to make
repfesentations in regard to paragraphs (a) and (b) as
reformalated by this Court, this portioen of the order will
be provisional in order o enable the parties Lo make such

representations, should they wish to do so.

Appellant’s counsel also objected to the delivery-
up order granted by the Court a quo on the ground that the
appellant was the lawful pussessor and owner of the cylin-
ders in its possession. Respondents' counsel indicated
that his clients were prepared to agree to a compromise:
(i) that in regard to empty Sodastream cylinders in
appellant's possessiocon, appellants be ordered to remove

/S otherefrom. oo v ov vt
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therefrom, under supervision by a representative of the
respondents,: all labels thereon not affixed by the res-
pondents; and (11) that in regard to Sodastream cylinders
filled by appellant and in its possession all unauthorized
labels be removed under supervision as in {i) above and,

in addition, that appellant be opdeﬁed te empty the cylinders
by releasing the gas, again under supervision. Appellant's
counsel did not indicate his attitude to this propesal.

it seems to me, however, Lo be a reasonable one and 1

propose te adopt it.

Thirdly, appellant's counsel submitted in their
heads that the Court a guo "erred in ordering an enquiry
into the damages suffered by the respondents'. No
argument was addressed to us in support of this submission.
The actual crder made by the Court a quo appears from the
reported judgment at p 432 C-D. It is similar to the

form of order adopted in Harvey Tiling Co {Pty) Ltd v

Rodomac (Pty) Ltd and Another 1977 (1) SA 316 (1), at

..............




p 330 A-B and subsequently followed in other cases I

cant see no objection to this form of order.

COSTS OF APPEAL AND CROSS-APPEAL

The only success achieved hy appellant has been

in regard to the issue of trade description which arises

under both sec. 6{e) and sec. 7 of the Merchandise Marks

Act and in regard to the amelicoration of the delivery-up

order. Ag the conduct giving rise to the allegation of

liability under sec. 6(¢ will, from a practical point of

view, be restrained by the interdict granted in respect of

trade mark infringement and as it has been Found that

appellant contravened sec. 7 in other respects, viz. selling

goods to which a forged trade mark had been applied and

to which a trade mark has been falsely applied, I do not

consider that in these respects appellant has achieved

substantial success on appeal. Nor doe T think that the

/ amelioration.........
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amelioration of the delivery-up order constitutes sub-
stantial success. Appellant is, therefore, not entitled

to any costs on appeal.

Respondents, on the other hand, have succeeded in
establishing that, contrary to the [inding of the Court

a quo, the labels Fl to F§ inclusive related te the gas

mark and that appellant’'s conduct constituted the unautho-
rized user of these marks as tracde marks. In addition,
respondents have obtained a specific order in respect ol
sec, 6{(b) of the Merchandise Marks Act. This must be
regarded as substantial success and as entitling the res-
pondents to the costs of the cross-appeal. Since the
Court a guo's orders (&) and (b) must, as I have indi-
cated, be read subject to the limitations impesed by the
Court's findings as to infringement, etc., it seems to

me thatlt the cross-appeal was necessary and, to the extent

that 1t was successful, justified.

/ ORDER ...............
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ORDER

The following order is made:-

(1) The appeal is allowed in part and the cross-
appeal is allowed in part. {The extent of the
success respectively of appeal and cross-appeal
appears from the judgment and from para. 3 of
this Order. )

(2) Appellant is to pay the costs of appeal and

cross—appeal, including costs of t{wo counsel.

{3) The order of the Court is altered to read

as follows:

"{a} The defendant is interdicted and
restrained from infringing the first
plaintiff's trade mark No 78/4435 in
class 1 {schedule IV} (the 'gas
mark') by selling, exchanging or
otherwise dealing in gas cylinders,
when such cylinders are filled
with carben dioxide gas by anyone
other than an authorized Sodastrean

/ distributor............




distributor and bearing first
plaintiff's gas mark in cone or

more of the following forms:

(i) the words 'CGuaranteed
Filled by authorised Soda-
stream distributor' stamped

on the cylinder, and/or

{ii) the labels, annexures Fl, F2,
F2, F4 or '5 to the Stated

Case.

The defendant is Interdicted and restrain-

ed from contravening —

(i} sec. 6{a) of the Merchandise
Marks Act 17 of 1941 by ef-
Facing or otherwise forging
first plaintiff's gas mark or
First plaintiff's trade mark
No 78/4436 in class 6 (sche-
dule iv) (the 'cylinder mark')
as applied to any gas cylinder
in one or wore of the forms
stated in paras. {a) (i) and
(ii) above and in the form
of the label annexure FO to

the Stated Case;

{ii} sec 0{(b) of the said Act by
filling any gas cylinder,
bearing first plaintiff’'s gas
mark in one or more of the
forms stated in papras, {(a) (i)
and {ii) above, with carbon

dioxide gas;

/ (4i1)  sec.

-----------
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